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P riod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) FROM THE MAILING DATE 

OF THIS COMMUNICATION. 

" Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely, may reduce any earned patent 
term adjustment See 37 CFR 1 .704(b). 
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Art Unit: 1714 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-9 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

The specification (page 8) and claims recite that the claimed material such as EPDM has a 
melting point in the range of 30-70°C. However, said EPDM is an elastomer (or rubber) which 
has a glass transition (Tg), not a melting point (Tm) and applicant failed to teach adequately how 
to measure a Tm for an elastomer. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

Claims 3, 4 and 6 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

The recited molecular weight in claims 3 and 6 is indefinite in not specifying whether it is a 
number average or weight average molecular weight since said molecular weight are different 
from each other based on the polydispersity. 
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Regarding claim 4, the phrase "rubber- like" renders the claim(s) indefinite because the 
claim(s) include(s) elements not actually disclosed (those encompassed by "or the like"), thereby 
rendering the scope of the claim(s) unascertainable. See MPEP § 21 73 .05(d). 



The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) 1) an application for patent, published under section 122(b), by another filed in the United 
States before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effect under this subsection of a 
national application published under section 122(b) only if the international application 
designating the United States was published under Article 21(2)(a) of such treaty in the English 
language; or 

(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that a patent shall not be deemed filed in the 
United States for the purposes of this subsection based on the filing of an international application 
filed under the treaty defined in section 351(a); or 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 1, 2, 4, 5 5 7 and 9 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Chang et al (US 5,177,143). 

Chang et al teach a crosslinked rubber having a plasticizer and a thermally conductive filler 
in example 1 (carbon black) and example 10 (zinc oxide). Said examples show viscosity changes 
at different temperatures. EPDM (claim 1) and other thermally conductive fillers (col. 7, lines 50- 
54) are also taught. The recited plasiticization at 30-65°C and 60°C is an inherent property of the 
composition taught by Chang et al Thus, the invention lacks novelty. 

Claims 1, 2, 4, 5, 7 and 9 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Mercer et al (US 5,929,138). 

Mercer et al teach highly conformable alumina filled thermally conductive composition in 
examples. Example 3 shows the use of EPDM. The recited plasiticization at 30-65°C and 60°C is 
an inherent property of the composition taught by Mercer et al. Thus, the invention lacks novelty. 

Claims 1, 2, 4, 5, 7 and 9 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Mercer et al (US 5,849,824). 

Mercer et al teach thermally conductive compositions in abstract and examples on cols. 
16-17 wherein the use of EPDM is seen. Various thermally conductive fillers are taught at col. 6, 
lines 7-54 and in claim 10. The recited plasiticization at 30-65°C and 60°C is an inherent property 
of the composition taught by Mercer et al. Thus, the invention lacks novelty. 
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Claims 1-5 and 7-9 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Nguyen (US 6,451,422). 

Nguyen teaches thermally conductive compositions in abstract, figure 1 and table 1, and at 
col. Lines 35-40. The compositions of Nguyen inherently possess the instant viscosity of 
claim 3 and aluminum is an inherent electromagnetic absorbing filler. Choosing a composition 
having a phase change temperature such as 60°C from the disclosed 45 and 90°C is an 
anticipation, or at least obviousness. Thus, the invention lacks novelty. 

Claims 1-5 and 7-9 are rejected under 35 U.S.C. 103(a) as obvious over Nguyen (US 
6,45 1,422) and Kanda et al (US 4,508,640). 

Kanda et al teach that aluminum increase the electromagnetic wave-shielding performance 
at col. 15, lines 5 1-56 which supports the examiner's position in above. 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as obvious over Nguyen (US 6,451,422) 
and Mercer et al (US 5,849,824). 

The isntant invention further recites molecular weight of EPDM. However, Nguyen 
teaches EPDM at col. 2, lines 19-20, and the use of EPDM having the instant molecular weight in 
thermally conducitve compositions is well known as taught by Mercer et al, col. 3, lines 49-61. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to utilize EPDM having the instant molecular weight in Nguyen with teaching of Mercer 
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et al since the use of such EPDM in thermally conducitve compositions is a routine practice in the 
art. 

Claims 1-5 and 7 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Duvall et al (US 6,391,442). 

Duvall et al teach thermally conductive compositions in abstract and claims. Table on col. 
14 shows various Tm, and various polymers such as ethylene containing rubber are taught at col. 
6, lines 1-1 1 and col. 8, lines 5-6. Thus, the invention lacks novelty. 



examiner should be directed to Tae H. Yoon whose telephone number is (703) 308-2389. The 
examiner can normally be reached on Monday to Thursday from 8:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9310. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



Any inquiry concerning this communication or earlier communications from the 
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